@
8 JPO’s Experience of Work Sharing

& - Introduction of implementing PPH
D between INPI and JPO -
§E Japan Patent Office
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sl Efficiency of Work Sharing

508
<
4 : ¥

world.

B The concept of work sharing is part of strategic program to promote global patent protection.
A typical example of work sharing is "Patent Prosecution Highway (PPH)”, spreading all over the

Search
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Normal Case

Search

Finished
Search

e

Work-sharing Case

~Utilization of
Results!

prior arts, office actions

Refer to the
results before
an application > searching
educed examinationworkload- - . >

d

\ INTELLECTUAL PRC

BRASIL
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- JPO’sWork Sharing Examples

[Program]
v’ Patent Prosecution
Highway (PPH)

[IT Tool]
v" Advanced Industrial Property
Network (AIPN)

v One Portal Dossier (OPD)

Patent
F’Z’J{ Prisegcution
[ ] Highway
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What is Patent Prosecution Highway (PPH)?

\ ! /
(o)
- E The PPHis aframework in which an application determined to be patentable in the Office of
ﬁ@\ Earlier Examination (OEE) is eligible to have an accelerated examination in the Office of Later
' Examination (OLE) with a simple procedure upon an applicant’s request.

iii;i OEE (Office of Earlier Examination

& E ‘ \ N Work Sharing

. - OLE examination burden
AppllcatlonX o " \ /.
Decision of Patent

can be lightened
&S ) @ OLE (Office of Later Examination

OEE Examination History —\/
wer -
4 ;

Accelerated
Examination

PPH

Corresponding request
~ Application X
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PPH member offices (August, 2017) .

B JPO advocated the PPH for the first time in the world in 2006.
E Since 2006, the number of PPH member office has been expanding to 47.

INPI APO* IP Australia* INPI CIPO* INAPI SIPO sic* IPOCZ DPMA*
(CA: Canada) (CL:Chile)  (CN: China) (CO:Colombia) (CZ: Czech) (DE: Germany)

(AR: Argentina) (AT:Austria) (AU: Australia) (BR: Brazil)

B DI e

DKPTO* EAPO IEPI EPA* EGYPO EPO SPTO* PRH* UKIPO* HIPO*
(DK: Denmark) (EA: Eurasia) (EC: Ecuador) (EE:Estonia) (EG:Egypt) (EP:Europe) (ES:Spain) (Fl:Finland) (GB:UK)  (HU: Hungary)
: N L2
) &
.‘.’ E Q M g = -@ v,
DGIP ILPO* IPO* JPO* KIPO* OMPIC IMPI MYIPO NRIP NIPO*
é (ID: Indonesia)  (IL: Israel) (IS: Iceland) (JP: JAPAN) (KR: Korea) (MA:Morocco) (MX:Mexico) (MY:Malaysia) (NI: Nicaragua) (NO: Norway)
‘ | Y
e = A= el e HE L = =
O “tp
O-Q_
O O
d - IPONZ* INDECOPI IPOPHL PPO* INPI* DINAPI OSIM ROSPATENT* PRV* IPOS*
> ' (NZ: New Zealand) (PE:Peru) (PH: Philippines) (PL: Poland) (PT:Portugal) (PY: Paraguay)(RO: Romania) (RU: Russia) (SE: Sweden)(SG: Singapore)
Sz, ¥
Il 3 o B == 1] mm 2= ™
DIP TPI TIPO USPTO* DNPI NOIP NPI*

I (TH: Thailand) - (TR: Turkey) (TW: Taiwan) (US:USA) (UY:Uruguay) (VN: Vietham) (XN: Nordic)

le —
*: GPPH-participating offices
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Benefits of the PPH for Users

B Main benefit of PPH : 1. High Grant Rate, 2. Reduced Examination Period, 3. Cost saving

1. High Grant Rate 2. Reduced Examination Period 3. Cost saving
»  More PPH applications tend »  Average pendency from PPH > High First Action Allowance Rate
/ to be granted in each request to First office action reduces costs to applicants
& country and region. and Final decision is decreasing. (e.g. attorney and translation fees)
[
Grant Rate Average Pendency from First Action
E ot PPH request to FA = Allowance Rate Up1
=1 ' 20 | 35
5 18 DOWN! =
n 16 R
=) 14 } ....... p T J S———— | -
J 12 V... 20
] 10
: 'ﬂ*’r‘, o] 8 15
6 - 10 rse Pl e e
, ; 8 111
| 0 . - 0 T T

J us™ KR CA JP us KR CA

*JP all applications: Jan.-Dec. 2014 **US all applications: Jul.-Dec. 2013

B All applications PPH applications  (Period : Jul.- Dec. 2016)
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E On March 16, 2017, INPl and JPO signed an agreement to establish a PPH pilot project.
E The agreement was signed at “the Seminar on Cooperation in Intellectual Property
between Brazil and Japan”, held in Sao Paulo, Brazil.

“PPH signing ceremony”
President Pimentel (INPI)
and “The Seminar on Cooperation in Intellectual Property “
Commissioner Komiya (JPO) between Brazil and Japan
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S INPI-JPO PPH - Special conditions; Duration

E JPO-INPI PPH will start on April 2st ,2017.

ﬁg_\ E JPO-INPI PPH will be finished under the following two conditions, whichever occurs first:
© 1) a period of 2 years has passed

2) both offices have accepted 200 applications

& April 15t 2017 March 315t 2019
| | >
.

INPI 200 PPH requests il
o L O

JPO 200 PPH requests

]

ON INTELLECTUA

CONGRESSO INTERNACIONAL DA PROPRIEDADE INTELECTUAL DA ABPI "‘ '] J.
NTER S : J PROPRIEDADMRFELECTUAL

ASSOCIACAO BRASILEIRA DA PR



INPI-JPO PPH -~ Special conditions; Number of requests per applicant.

N\ ! /
BOS
= E INPI will limit the number of PPH requests made by same applicant as 6 per 4 months.
gg_ﬁ In the last 4 months, there will be no limit of PPH requirements per applicant.
® E JPO will have no limitation with regard to number of PPH requests per applicant.

April 15t 2017 April 15t 2018 March 315 2019
I I I | | | I
o>
|

Applicant A ' ! ! ! !
to INP m

Yo N >

: Max 6 Max 6 Max 6 Max 6 Max 6 No Limit
004 ', ] PPH requests PPHrequests PPHrequests PPHrequests PPH requests

ApplicantA
“I:i to JPO N

= No Limit

CONGRESSO INTERNACIONAL DA PROPRIEDADE INTELECTUAL DA ABPI ’A‘ '] J:
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_\@/_ INPI-JPO PPH -~ Special conditions; Technical Fields
= E INPI will accept patent applications classified at the Information Technology and Mechanical
g@_\ Technology such as Automobile related Technology.
® E JPO will accept patent applications classified at all of the technical fields.

G02B,G02F,G03G,
G06F,G06K,G06M,G06N,G06Q,G06T,
G08C,G08G,G09F,G09G,G10L,G11B,G11C

All classifications

— @ = {S3 = @
IPCs in G sections

IPCs in H sections

q,?fsz ‘ All classifications
“qd P
OO
m IPCs in the other sections
V F21, FO2D

B60K, B60OL, B60W, B62D, B62J

CONGRESSO INTERNACIONAL DA PROPRIEDADE INTELECTUAL DA ABPI ’A‘ '] J.
NTE S § PROPRIEDADMTELECTUAL

ON INTELLECT ASSOCIACAO BRASILEIRA DA PR



INPI-JPO PPH ~ Comparison INPI-USPTO PPH vs INPI-JPO PPH

- USPTO-INPI PPH JPO-INPI PPH

Duration

Number of
requests

Oldest filling
Route

Patent

Technical field

Work Product

Divisional
applications

Filing date
Number of

requests per
applicant

XXXVII

2 years (January 11, 2016-)
150 on each office

BR or US or RO/BR or RO/US

Paris-Route and Direct-PCT-
Route (not PCT-PPH)

Inventions

Qil, Gas, or Petro-Chemical
Technology

National Decision to Grant

Not accepted basically

3 years prior to January 11, 2016

No limit

2 years (April 1, 2017-)
200 on each office

BR or JP or RO/BR or RO/JP

Paris-Route and Direct-PCT-Route
(not PCT-PPH)

Inventions and INPI’s utility models

Information Technology
and Mechanical Technology such as
Automobile related Technology

National Decision to Grant

Not accepted basically

Any time

6 requests for 4 months each
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INPI-JPO PPH - Statistics (August 14, 2017)

E The number of PPH applications filed from JPO to INPl is 35. *1
E There is no PPH applications from INPI to JPO yet.*2

*1: ~ August 02, 2017, INPI Website *2: ~August 14, 2017

IIé JPO believes that Brazilian applicants will enjoy the benefits of the PPH when applying to JPO!

[Benefits of PPH filed with JPO]

Pendency to FA
[month] 2.6
Grant rate [%] 71.5 82.0
FA allowance rate [%)] 9.5 20.2

CONGRESSO INTERNACIONAL DA PROPRIEDADE INTELECTUAL DA ABPI ’A‘ '] J:
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INPI-JPO PPH -~ Useful model case |

E Below is the introduction of useful model case for filing a request for the PPH program with JPO.

Average pendency from PPH
request to First office action and
Final decision is decreasing.

L Accelerated
Application  Eyamination

) —
=

H _noFee ppH

Patent

i

- High First Action Allowance Rate
reduces costs to applicants

=1
&
- request!
Application
— Result of First Action
oofF T >
o 0OQ — >
' 2-3months
‘T’i’ . Result of First Action
| Ss

I] Non PPH case >

+———— 9-11months ————
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Nad INPI-JPO PPH -~ “Hub of PPH" (after model case I)
A\T/4N
. E The JPO has the PPH partners the most in all IP Offices implementing the PPH program
E Applicants enjoy significant benefit of the PPH from selecting JPO as “Hub of PPH.”
= Expedited Examination based on PPH program between JPO and JPO’s 39 PPH partners ¥ ~
A A :
=
\/
e H
) =
JPO'stant ~
)' 1\
The Resultof
“The World’s Fastest and
Utmost Quality in
Examination”
!

~ <
Brazilian
Appllcants

P

~ PPH

)

1

Q- Application
for INPI

Accelerated
Examination Grant

0w

D

/

20 A 22 DE AGOSTO

BRASIL| 20
AL
J ASSOCIACAO BRASILEIRA DA PROPRIEDAL

WINDSOR BARRA HOTEL

[ Countries colored in Green and Brazil are PPH partners with JPO ]
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yadal INPI-JPO PPH -~ Useful model case Il

. E When applicant files for patent to both Offices that are implementing PPH,
GRS PPH request can be made on the basis of an examination result which is received earlier*.
©—©
Brazilian applicants file patent application with INPl and JPO.

,«-{/\\\
C O\

\\ f.f“

N\ —=
= / rEqUESt Examination
C.E,E'%})J [ Application Examination

Result

~ ' '
Iy
Corresponding A A

Application Decision of Patent

*) This examination result doesn’t need to be the one notified by the Office of First Filing (OFF).
= If the Office of Second Filing (OSF) notifies the examination result earlier than the OFF, OSF's result can be based on PPH request for the application of OFF.
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Obrigado
I Thank you
S BOPESTENELE
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yadll [FYI1] INPI-JPO PPH -~ Special conditions; Oldest application and Route

E The oldest patent application of the patent’s family must have been filed to INPI or JPO,

ﬁ@\ following the PCT, at RO/INPI or RO/JPO.
© B JPO-INPI PPH will use Paris-Route PPH and Direct-PCT-Route PPH.

[Direct PCT Route] JPODO

[
application | Patentable/Allowable |

PCT .
application .

(RO/JP or INF.’I D,O Request
RO/BR) application for PPH

Without priority claim I,
;m‘ i
— )
.
C = 1
ood ¥

[Paris Route] [XX application

JPO
application

Patentable/Allowable ‘ ! F;i:i::y

1
1
1
|
I v
Priority i JPO ——{ Patentable/Allowable |
claim J application
i Priority \/

v 1 claim
1 Request v

J

INP! application | for PPH INPI application I;?queat

XX : the office other than the JPO
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